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Defendant-Appellee. 
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REPLY BRIEF FOR P1AINTIFF-APPELLANT.* 

1. Novelty of the Claimed Invention Is Admitted. 

Defendant states (Defendant’s Brief, p. 9) referring 
to the subject matter at bar: 

“If it had been described there would, of course, 
have been a lack of novelty in what the applicants 
did”. 


Novelty in patent law means newness, something that 
did not exist before. The applicants Silverman and Kess¬ 
ler have given the world something it did not have before. 
The extent of this contribution may be gauged by the 
commercial success achieved (Plaintiff’s Main Brief, pp. 

• The following explanations are necessary in order that 
certain portions of the Transcript of Record (R) may be co¬ 
herently read: 

R, 45. Insert A 1 will be found at page 50. 

R, 50. A* is an insert to be substituted for the matter en¬ 
closed between heavy lines or rules on page 45. 

R, 50. A s is an insert to be substituted for the matter en¬ 
closed between heavy lines or rules on page 46. 

R, 58, 59. The claims not cancelled are 4, 10, 11, 12, 13, 15, 
19, 20. See Bill of Complaint (R, 3, 4). 
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10, 11) and by the tribute paid by an eminent co-worker 
in the field who characterized what the applicants did 
(Plaintiff’s Main Brief, p. 11) as 

“a noteworthy contribution to the art of lubrica¬ 
tion for winter use”. 

In Smith <ft Co. v. Peck et al, 262 Fed. 415,417 (C. C. A. 
2) the Court said: 

“Whether the structure involves invention is a 
question of fact, and the determining factor is not 
whether the achievement is difficult or easy, but 
whether it has, in point of fact, given the world 
something of real value, that it did not have—a 
benefit conferred on mankind”. 

2. The Invention has a Direct Relation to the Safety 
and Convenience of the Public. 

The invention at bar has its greatest utility in the 
provision of oil that will remain permanently fluid at 
low temperatures. Such oil does not congeal. The dangers 
resulting from congealing are fully set forth (Plain¬ 
tiff’s Main Brief, pp. 3, 4, 5) and the effects of congealing 
can easily be visualized, e.g., in motor vehicles and air¬ 
planes. The best thing practically available prior to the 
invention at bar was oil diluted with kerosene. The 
dangers and inconveniences attending the use of this are 
described in Plaintiff’s Main Brief (pages 4, 11, 12, 13). 
For example, since evaporation of the kerosene occurs 
during driving, after a hard drive it would be necessary 
to add more kerosene (before allowing the vehicle to 
stand) to replace the evaporated kerosene. Such kero¬ 
sene might not be available to say nothing of the incon¬ 
venience of adding it and the danger of adding too much. 
The disadvantages of kerosene—diluted oil are clearly 
shown in the article by L. A. Danse (Plaintiff’s Exhibit 

3, R. 67, 68, 69). It is he who stated that the achievement 
of Silverman and Kessler is a noteworthy contribution to 
the art of lubrication. It is in the interest of the conve- 
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nience and safety of the public to have available the oil 
produced by the appellant. 

An achievement which contributes to the safety, health 
or convenience of the public merits special consideration 
(Duplate Cory. v. Triplex Safety Glass Co., 42 F.(2d) 739, 
C. C. A. 3; Kelley v. Coe (App. D. C.) 39 U.S.P.Q. 57).* 

3. The Difference Between the Invention at Bar and 
Bennett’s Unstable, Unsuccessful Product Is a Differ¬ 
ence in Kind, Not a Difference in Degree. 

Defendant, on page 8 of its Brief, states that Bennett’s 
oil “would not have as wide a range of use as appellant’s 
oil but neither would appellant’s oil be useful in the 
•winter time in the northwest parts of the United States 
where the temperature often goes to 40° below zero”. 
The intended implication apparently is that the two oils 
differ only in degree of usefulness 

This is not the case. The true difference is that Ben¬ 
nett’s oil is unstable while plaintiff’s oil is stable. (Plain¬ 
tiff’s main brief, 13, 14, 15, Plaintiff’s Exhibit 9). Suc¬ 
cess demands not only an initially low pour point 
but the maintenance of this low pour point. If an oil has 
an initial low pour point but reverts on continued sub¬ 
jection to low temperatures it is a failure. It is worse 
than a failure because it deceives the user (R., 23). That 
was the difficulty with the oil made and sold by plaintiff 
prior to the invention at bar (R., 23, 24, 25) and with oil 
made according to the Bennett patent (Plaintiff’s Main 
Brief, 13,14,15). Both of these oils are failures because 
of their instability. 

To argue, as defendant does, that there are some 
temperatures so low that neither Bennett’s oil nor plain¬ 
tiff’s oil is useful, in like saying that a motor vehicle is 
a vast improvement over the horse drawn vehicle on the 
usual kind of road but there are some localities where 
the terrain is so bad that neither is useful. 


# U. S. P. Q. refers to United States Patents Quarterly. 
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4. There Was Nothing About Triethanolamine Which 
Suggested Its Successful Combination With Alumi¬ 
num Stearate to Produce an Oil Having the Property 
of Permanent Fluidity at Low Temperatures. 

The Bennett patent describes the use of an alcohol 
in conjunction with aluminum stearate. Silverman in his 
quest for a solution of the problem had tried the alcohols 
(glycerine and benzyl alcohol) mentioned by Bennett in 
conjunction with aluminum stearate, and had found the 
said alcohols to be failures (R., 35). Silverman had 
also tried basic or alkaline bodies, e.g., sodium stearate, 
in conjunction with aluminum stearate and had found 
the basic body to be a failure (R., 22, 37). 

Now triethanolamine is a sort of tw’o-headed sub¬ 
stance, being both an alcohol and an alkaline (or basic) 
substance (R., 36, 37,105, Def’s. Brief, 7). 

Since alkaline bodies and alcohols had been found 
by Silverman to be failures, in conjunction with aluminum 
stearate, it would normally be expected that triethano¬ 
lamine, which is both an alkaline substance and an alcohol, 
would a fortiori, be unsuccessful. 

Therefore, the properties of triethanolamine did not 
suggest its use but suggested just the opposite (R., 36, 
37). Silverman testified as follows: 

“Q. Was there anything about triethanolamine 
which recommended it for your purpose in the 
light of your experience? 

A. No, sir; just the opposite.’’ 

This situation is closely analogous to that in Mathie- 
son Alkali Works, Inc. v. Coe (App. D. C.) 39 U.S.P.Q. 96, 
98. There the use of acid and hypochlorite was known to 
be destructive. The inventor used acid and chlorite and 
the Court said (p. 98): 

“The known effect of acidification on hypochlorites 
in bleaching cellulose did not suggest acidification 
of chlorites for bleaching cellulose but suggested 
just the opposite. ” 
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That the substance triethanolamine, which had certain 
characteristics of substances known by Silverman to be 
failures , should actually turn out to be the solution of 
his problem is a striking example of the fact that in 
chemistry it is the unexpected that frequently happens. 

To argue that because triethanolamine has some prop¬ 
erties similar to glycerine (both have OH groups in the 
molecule) it is obvious to substitute it for the glycerine 
mentioned by Bennett is like saying that because water 
and alcohol both have an OH group in the molecule, they 
can both be consumed in the same quantities with the 
same effect.* 

Here again there is an analogy with the Mathieson 
Alkali case (supra) where this Court said (p. 99): 

“To argue that the substitution of a chlorite in an 
acid solution was an obvious step simply because 
hypochlorites in an alkaline solution had been 
used in the practice of bleaching wood pulp, 
amounts to substantially the same thing as arguing 
that hydrogen peroxide (H 2 O 2 ) is an obvious sub¬ 
stitute for drinking water (H 2 O) or that carbon 
monoxide (CO), the deadly poison which is present 
in automobile exhaust gases, is an obvious substi¬ 
tute for dry ice, carbon dioxide (CO 2 ) ”. 

Triethanolamine is an organic substance having a 
complex atomic pattern. A part of this pattern is the 
OH group which glycerine also has and another part has 
a nitrogen atom (derived from ammonia) which confers 
basic or alkaline properties. Triethanolamine is how¬ 
ever specifically different in structure or atomic pattern 
from any of the substances mentioned by Bennett and 
from the sodium stearate found to be a failure by Silver- 
man. 


* The structure or atomic pattern of ordinary alcohol is 
C2H5OH, that of water HOH, i.e. H 2 0 . 
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Triethanolamine has the following atomic pattern 
or structure (Pi’s. Exhibit 10, R., 82): 

HO.CH 2 .CH 2 " 

HO.CH 2 .CH 2 l> N 
HO.CH 2 .CH 2 


The glycerine used by Bennett and found to be a 
failure by Silverman has the pattern (Norris, Principles 
of Organic Chemistry 1931, p. 110) 

CH 2 .OH 
CH. OH 
CH 2 .OH 


It is well settled and elementary that all chemical 
substances have atomic patterns and notwithstanding 
the fact that a portion of the pattern of one substance may 
be similar to or identical with a portion of the pattern of 
another substance, it is erroneous to assume that the two 
substances are equivalents as a whole or will react alike 
or that there is no invention in using one substance instead 
of another.* 

On this proposition a number of cases are cited in 
plaintiff’s main brief (pp. 23, 24). Another case is as 
follows: 

Ex parte Williams and Neal (Patent Office Board of 
Appeals, January 28,1938; 39 U.S.P.Q. 125, 127): 

“As a general proposition, the operability of one 
chemical for a particular purpose cannot be ac¬ 
cepted as a teaching that related chemicals will 
be operative for the same purpose; * * * .” 


* For example common table salt is similar to the poison gas 
chlorine in the sense that both contain chlorine. 
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5. Any Technical Presumption of Correctness of the 

Patent Office Decision was Overcome in the Court 

Below. 

As explained in plaintiff’s main brief (pp. 18 to 21), 
the Patent Office rejected the claims at bar on three refer¬ 
ences, i. e. the Bennett patent (R., 95, Defendant’s refer¬ 
ence A, R., 93), a patent to Hodson (R., 99, Defendant’s 
reference B, R., 93) and a publication on triethanolamine 
dated 1930 (R., 101, Defendant’s reference C, R., 93). 

The language of the Patent Office decisions (R., 108 
to 110 and 111 to 113) makes it clear that the patent to 
Hodson was heavily relied on. Now in the Court below 
both the Hodson Patent and the above mentioned article 
on triethanolamine (Defendant’s references B and C (R., 
42)) were proved and conceded to be too late (R., 33, 42; 
Plaintiff’s Main Brief, pp. 21 to 28). 

New references (Defendant’s references C', R., 93, 
102, 103, 105) were introduced in the Court below and 
while these are alleged to be substitutes for the above 
mentioned article on triethanolamine, actually the dis¬ 
closure of said Defendant’s substituted references C' is 
not the same as that of Defendant’s reference C proved 
and conceded to be too late. Furthermore, even one of 
the substituted references (R., 102) is too late (Appel¬ 
lant’s main brief, p. 20). 

No substitute was found for the Hodson patent. 

The defendant relies (Defendant’s Brief, p. 4) on 
Bennett and the only reference on triethanolamine (R., 
105) which was not too late and admits (Defendant’s 
brief, p. 9) that this “circular makes no reference to the 
use of this chemical for appellant’s purpose”. 

The Patent Office did not reject on the references 
relied on by defendant. 

In defendant’s brief it is stated (p. 4) that 

“Some of the references cited by the office and 
cited in the Answer were of too late a date in view 
of this earlier filed application.” 
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It is significant that the patent to Hodson, which was 
prominently mentioned by the Patent Office, is one of the 
references shown to be too late in the Court below. 

This proof alone, (to say nothing of the additional 
facts shown in the Court below and not before the Patent 
Office) overcame clearly any technical presumption of 
correctness of the Patent Office decision (Westinghouse 
Electric and Manufacturing Co. v. Radio Cory, of 
America, 39 U.S.P.Q. 207 at page 212). 

6. The Defense of Obviousness is Completely Rebutted 

by the Facts. 

In this case the facts show: 

1. The existence of a problem. 

2. Efforts to Solve it. 

3. Failure of those Efforts. 

4. Solution of the Problem by the inventors of the 
invention at bar. 

5. Success of that solution. 

These facts were not before the Patent Office and by 
proof thereof, plaintiff sustained his burden of overcom¬ 
ing the technical presumption arising from the Patent 
Office ruling. 

The great danger in judging invention is the tempta¬ 
tion to apply ex post facto wisdom. Invention is however 
a question of fact. It is relative. It can best be judged 
by an examination of the historical facts in existence at 
and prior to the time of the invention. Invention is the 
doing of something above the general or ordinary ca¬ 
pacity of those working in the art and to make any meas¬ 
urement of that level it is frequently necessary to see what * 
efforts have been made by others than the inventor (and 
by the inventor himself). This avoids the guessing or 
ex post facto test. 
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Thus in Diamond Rubber Co. v. Consolidated Rubber 
Co., 220 U. S. 428, the Supreme Court of the United States 
said: 

“the law has other tests of invention than subtle 
conjectures of what might have been seen and yet 
was not”. 

This has come to be recognized as a sound test through¬ 
out the several circuits and districts and was recently 
applied by this Court in Kelley v. Coe (decided Sept. 
19, 1938) 39 U.S.P.Q. 57. Where the facts correspond 
to those listed above, “the classical picture of an inven¬ 
tion” is clearly shown ( Kelley v. Coe, supra). These 
facts were presented for the first time in the Court below. 
In fact the only evidence considered by the Patent Office 
Board of Appeals was the text of the continuation appli¬ 
cation and three references, of which two were too late 
as matter of law. Of course the very object of actions 
under R. S. 4915 is to present facts which for one reason 
or another were not presented to the Patent Office. Such 
actions proceed de novo and the evidence is not limited to 
the record made in the Patent Office. 

The specific substance triethanolamine has been re¬ 
ferred to herein for the sake of simplicity. Some of the 
claims involved in the appeal cover the genus to which 
the species triethanolamine belongs. It is conceded that 
the application identified in the bill of complaint contains 
an adequate foundation for all the claims involved in this 
appeal. 

It is respectfully requested that the decree of the Court 
below be reversed and a patent granted on the meritorious 
invention of Silverman et al. 

Respectfully submitted, 

CHARLES S. GRINDLE, 
Solicitor for Plaintiff-Appellant. 

Newton A. Burgess, 

Joseph V. Meigs, 

Of counsel. 


